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therefore. The Commissioner is hereby authorized to charge any additionally required fee, or 
credit any overpayment in fees, to Deposit Account No. 50-0320. 



REMARKS 

Reconsideration and withdrawal of the restriction requirement and election of species are 
respectfully requested in view of the remarks herein. 

The Office Action required restriction from among: 

Group I: Claims 1-22 and 29, drawn to an immunogenic composition, 

classified in class 536, subclass 23.1; and, 
Group II: Claims 23-28, drawn to a differential diagnosis method, classified 
in class 435, subclass 4. 
Applicants hereby elect, with traverse, the claims of Group I. 

If Group I were elected, the Office Action also required the election of a single species 
from among: 

WNV E, WNV prM and E, WNV M and E, WNV prM and M and E, WNV 
polyprotein prM, WNV polyprotein M-E or WNV polyprotein prM-M-E, as 
recited in claim 1 and 29. A further limitation is required for the selection of 
WNV polyprotein prM-M-E requiring a selection from among nucleotides 466- 
2469 of SEQ ID NO 66 as recited in claim 1 1 or nucleotides 421-2469 of SEQ ID 
NO 66 as recited in claim 12; 

Recombinant advenovirus, herpesvirus or poxvirus, as recited in claim 2. 
Selection of this species also requires the a further election of either 
canarypox/ALVAC or fowlpox/TROVAC virus as recited in claims 5 and 6; 

An antigen/immunogen/epitope, a vector that contains a nucleic acid molecule 
encoding the antigen/immunogen/epitope, inactivated pathogen, attenuated 
pathogen, as recited in claim 15; 

The immunogenic composition administered prior to the antigen, the WNV 
isolated antigen administered prior to the immunogenic composition or the 
immunogenic composition and WNV isolated administered together, as recited in 
claim 21; 

A cat or a horse, as recited in claim 22. 

In response, Applicants hereby elect, with traverse, the species (i) polynucleotide 
encoding PreM, M and E; (ii) recombinant poxvirus and canarypox/ALVAC; (iii) a vector that 
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contains a nucleic acid molecule encoding the antigen/immunogen/epitope; (iv) the 
immunogenic composition is administered prior to a WNV isolated antigen; and (v) a horse. 

The MPEP lists two criteria for a proper restriction requirement. First, the invention 
must be independent or distinct. MPEP § 803. Second, searching the additional invention must 
constitute an undue burden on the examiner if restriction is not required. Id. The MPEP directs 
the examiner to search and examine an entire application "[i]f the search and examination of an 
entire application can be made without serious burden, . . . even though it includes claims to 
distinct or independent inventions." Id. 

The Office Action stated that the claims of Groups I and II were related as product and 
process of use, and that the inventions were distinct as the immunogenic composition of the 
claims of Group I "can be used to induce an immune response or to produce a viral protein in 
vitro", in addition to the diagnosis method described in the claims of Group II. Applicants 
respectfully urge that the search and examination of the claims of both Groups I and II would not 
be unduly burdensome, as Group II contains only 6 claims, a limited enough number that the 
search and examination should be reasonable. If the claims are not examined presently, 
Applicants respectfully request that the claims of Group II be considered once the product claims 
of Group I are allowed, in accordance with MPEP §821.04. 

Turning now to the election of species requirements, M.P.E.P. § 808.01(a), states that 
"where there is no disclosure of relationship between species (see M.P.E.P. §806.04 (b)), they 
are independent inventions and election of one invention" is required. In view of M.P.E.P. §803, 
however, when the generic claim includes sufficiently few species that a search and examination 
of all the species at one time would not impose a serious burden on the examiner, then a 
requirement for election is inappropriate. 

The present invention relates to immunogenic compositions against West Nile Virus. 
Accordingly, there is a disclosed relationship between the species and the claims of the instant 
application represent a web of knowledge and continuity of effort that merits examination in a 
single application. Furthermore, the number of species provided is sufficiently small so as to not 
) impose a serious burden on the Examiner. Furthermore, as the species elections required by the 

Office Action were extensive, Applicants would be required to pursue additional claims in a 
number of related applications in order to adequately protect the invention. 
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In view of the remarks herein, enforcing the present restriction and election requirements 
would result in inefficiencies and unnecessary expenditures by the Applicants and the PTO, as 
well as extreme prejudice to Applicants (particularly in view of GATT, whereby a shortened 
patent term may result in any divisional applications filed). Restriction has not been shown to be 
proper. Indeed, the search and examination of each Group would likely be co-extensive and, in 
any event, would involve such interrelated art that search and examination of the entire 
application can be made without undue burden on the Examiner. All of the preceding, therefore, 
mitigate against restriction and election species. 

In view of the foregoing, Applicants respectfully request reconsideration and withdrawal 
of the restriction and election of species requirements. 



Reconsideration and withdrawal of the restriction requirement and an early and favorable 
examination on the merits is respectfully requested in view of the remarks herein. 



CONCLUSION 



Respectfully submitted, 
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